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DETAILED ACTION 
Priority Date 

The priority date of this application is its filing date 3/29/04. 

Status of claims 

Claims 4, 5, 9, 20, 27, 30, 32, 33, 35, 39, and 42-45 are cancelled. Claims 1 , 2, 
6-8, 1 0-1 9, 21-26, 28, 29, 31 , 34, 36-38, 40, 41 , and 46 are pending. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 -3, 6-8, 1 0, 1 1 , 26, 28, 29, 31 , 36, 37, and 38, are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. With respect to the elected embodiment shown in figures 18-19, the 
description of the articulation member is inappropriate and considered new matter. 
Independent claim 1 requires an articulation member with first and second articulation 
portions comprising pivotal joint members. This is not an accurate description because 
there is no single articulation member in figures 18-19 that comprises first and second 
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portions that meet the use language. Figures 18-19 clearly have 2 articulation 
members. It is inappropriate to call them a single member because they are clearly 
separated by body member 154, which makes it impossible for them to be disposed in a 
particular location as described in line 24. The applicant is advised to amend the claims 
to read a "pair of articulation members including: a first articulation member having ...a 
second articulation member ..." The language should mimic how independent claim 12 
defines articulation members. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6-8, 10-16, 25, 36-38, 40, and 46 are rejected under 35 U.S.C. 103 
as being unpatentable over Berry et al. USPN 2005/0060034 A1 in view of Erickson et 
al. USPN 6,368,350 B1 

Berry discloses the invention substantially as claimed being a vertebral 
prosthesis shown in figure 9b comprising first and second support members 22 that 
allow for rotational and pivotal movements along an anterior, posterior and lateral axis, 
first and second associated articulation members 30, and body member 122. Berry 
further discloses the support portions comprise a tapered projection portion 34 that 
forms a pivotal engagement with a first articulation portion 36. In regards to claims 36- 
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38 Berry discloses that the components can be made from a variety of materials 
including radiopaque metals and radiolucent polymers. Berry further discloses that 
different members can be made of different materials which is being considered to read 
upon having radiopaque inserts. 

However, Berry does not disclose that the articulation members allow 
translatable movement. 

Erickson teaches the use of a spinal prosthesis that comprises an articulation 
member that allows translational movement in the same field of endeavor for the 
purpose of restoring the natural movement of the spine. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the articulation portion 30 of Berry to be translatable as 
taught by Erickson in order to restore the patient's natural spinal movements. 

Claims 26, 28, 29, 31, and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berry as modified by Erickson as applied to claims 1-3, 6-8, 10-16, 
25, 36-38, 40, and 46 above, and further in view of Gill et al. USPN 6,1 13,637. 

Berry as modified by Erickson discloses the invention substantially as claimed 
being described supra. However, the combination does not disclose that the support 
members comprise a fastener mount having a diagonally mounted opening. 

Gill teaches the use of a spinal prosthesis that comprises fastener mount having 
a diagonally mounted opening for receiving a fastener in the same field of endeavor for 
the purpose of securing the implant to the spine. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the support members of Berry to include the fastener 
mount having a diagonally mounted opening as taught by Gill in order to secure the 
implant in place. 

Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berry as 
modified by Erickson and Gill as applied to claims 26, 28, 29, 31 , and 34 above, and 
further in view of Johnson et al USPN 2002/01 83761 A1 . 

Berry as modified by Erickson and Gill discloses the invention substantially as 
claimed being described supra. However, the combination does not disclose that the 
support members comprise a biologically active substance. 

Johnson discloses an arthroplasty prosthesis that can deliver a biologically active 
substance to the implant site [0097]. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the support members of Berry to include a biologically 
active substance as taught by Johnson in order to aid with the bodies healing and 
acceptance of the implant. 

Allowable Subject Matter 

Claims 17-19 and 21-24 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Response to Arguments 

Applicant's arguments with respect to all claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER D. PRONE whose telephone number is 
(571)272-6085. The examiner can normally be reached on Monday through Fri 8:30 to 
5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Christopher D Prone 

Examiner 

Art Unit 3738 

/Christopher D Prone/ 

/Corrine M McDermott/ 

Supervisory Patent Examiner, Art Unit 3738 



